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1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1114. Applicant's submission filed on 9/27/05 
has been entered. 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 57, 59, 61, 64-73, 113, 115 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 02-043275 in view of Rizika et al, U.S. Patent No. 5,650,213 for 
the reasons set forth in paragraph 1 of the previous action. 

3. Claim 62 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP '275 
in view of Rizika as applied to claims 57, 59, 61 , 64-73, 116-118 above, and further in 
view of Yoshida et al, U.S. Patent No. 4,985,484 as set forth in paragraph 2 of the 
previous action. 

4. Claims 63, 60, 81-104, 114, 116 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP '275 in view of Rizika as applied to claims 57, 59, 61 , 64-73, 116 
above, and further in view of WO 95/14248 as set forth in paragraph 3 or the previous 
action. 
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5. Claims 1 17-188 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP '275 in view of Rizika as applied to claims above, and further in view of JP 
02300253. JP '275 does not teach employing a silane coupling agent. JP '253 teaches 
that silane coupling agents were art recognized equivalents to blocked isocyanate 
coupling agents in the art of forming ink compositions. Therefore, it would have been 
obvious to one of ordinary skill in the art a the time the invention was made to have 
employed a silane coupling agent as the coupling agent in the composition of JP '275, 
motivated by the teaching that silane coupling agents were known to be equivalents to 
the blocked isocyanate coupling agents disclosed in JP '275. 

6. The Declaration under 37 CFR 1 .132 filed 9/27/05 is insufficient to overcome the 
rejection of claims 57, 59-73,81-104,1 13-1 18 based upon JP '275 and Rizika as set 
forth in the last Office action because: 

7. The Declaration states that the retroreflective ink compositions have enjoyed 
commercial success and sets forth the amount of sales generated in support of this 
contention. However, MPEP 716.03 requires that to show commercial success, a 
nexus must be shown between the claimed invention and the evidence provided, that 
the evidence must show that the commercial success is due to the claimed invention 
and not other factors such as pricing, advertising, etc., and that sales figures be shown 
in terms of market share. Therefore, the showing in the Declaration is not sufficient to 
overcome the prior art rejection because the Declaration does not meet the standards 
set forth in the MPEP. Also, it is noted that the Declaration refers to the ink composition 
having a long shelf life as the reason for the commercial success, but the claims only 
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recite the shelf life of the coupling agent, not the shelf life of the ink composition in 
general. Therefore, the showing is not commensurate in scope with the claims. 

8. The Declaration also states that the other competing products were three pack 
ink which could only be used for about six hours after mixing as compared to the 
present invention which is a one pack ink with a shelf life of not less than 3 months. 
However, only claim 102 recites that the composition is a one pack ink with a particular 
shelf life. Also, it is noted the JP '275 employs a blocked isocyanate coupling agent and 
differs from the claimed invention mainly because it does not teach incorporating the 
glass microspheres into the ink composition. 

9. The Declaration states that the retroreflective ink of Rizika would not have 
extended shelf life because the coupling agents are reactive at ambient temperatures. 
However, Rizika is only relied on for the teaching of incorporating the particular particles 
into ink compositions. The JP '275 reference is relied on for the teaching of the ink 
composition. 

10. The Declaration argues that JP '275 does not relate to retroreflective inks since it 
does not comprise the retroreflective particles. However, Rizika teaches incorporating 
such particles into ink compositions. The Declaration states that one of ordinary skill in 
the art would not have looked to JP '275 when looking at the problem of making 
retroreflective inks more stable since the ink in JP '275 is solvent based. However, as 
set forth above, JP '275 is not relied. on for the teaching of the retroreflective particles, 
since Rizika teaches incorporating these types of particles into ink compositions. 
Further, the instant claims are not specific as whether the ink is aqueous or solvent 
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based and JP ( 275 has the same components other than the retroreflective particles. 
Also, JP '275 is disclosed as having a long shelf life. See abstract. 

1 1 . The Declaration states that the ink of JP '275 would not be suitable for use for 
screen printing onto textile substrates. However, the instant claims are drawn to an ink 
composition, not to a printed textile or to a method of printing. Therefore, this argument 
is not persuasive. 

12. Applicant's arguments filed 9/27/05 have been fully considered but they are not 
persuasive. Applicant argues that the Declaration shows the commercial success of the 
product and comments on the long felt need of a one pack ink having a long shelf life. 
The same points set forth by the examiner in regard to the Declaration are also 
applicable to these arguments. Further, it is noted that the ink of JP '275 is disclosed as 
having a long shelf life and is a one pack ink. Applicant discusses the Declarations 
statements that JP '275 and Rizika would not have been considered by one of ordinary 
skill in the art who was seeking to make an ink with a longer shelf life. However, the ink 
of JP '275 is clearly taught to have a long shelf life. The only difference between JP 
'275 and the claimed invention is that JP "275 does not employ the retroreflective 
particles. However, Rizika teaches that such particles can be included in ink 
compositions in order to make them have a pleasing appearance. Therefore, it is the 
examiner's position that one of ordinary skill in this art would have looked to JP '275 
because it relates to inks having a long shelf life and to Rizika because it teaches 
known additives which can be included in inks to provide a pleasing appearance to 
materials on which the ink is disposed. Applicant argues that the Declaration shows 
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that one of ordinary skill would not have looked to JP '275 because the JP '275 ink 
cannot be used for screen printing. However, the instant claims are not drawn to a 
screen printed textile but to an ink composition. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth M. Cole whose telephone number is (571) 
272-1475. The examiner may be reached between 6:30 AM and 6:00 PM Monday 
through Wednesday, and 6:30 AM and 2 PM on Thursday. 

Mr. Terrel Morris, the examiner's supervisor, may be reached at (571) 272-1478. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



The fax number for all official faxes is (571) 273-8300. 
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